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..The MAILING DAI t of tNs communication appe ars on th cover sheet with th correspondenc atftfress- 
Perlod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THF MAILING DATE OF THIS COMMUNICATION. .^.^n.^H 

eLhsI on^^^^ under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be t.me.y Hied 

after SIX (6) MONTHS frorn the mailing °J J^^^^.^^^^^^^^^ ^thin the statutory minimum of thirty (30) days will be considered timely. 

- If the period for reply specified above is less than thirty (30) f^^Vf ' ^ f^^P^Xi I^^^^^^^ expire SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified ^^ov^^^^— ^^^^^^^ ABANDONED (35 U.S.C. § 133). 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)IEl This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal matte.^ ^cf o G 2?l *° " 
^ closed in accordance with the practice under Ex parfe Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 12-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 ^hirrf^) ^'>-if^ and 27-36 is/are allowed. 

6) 13 Claim(s) 17.21 and 26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are objected to by the Examiner. 

IDD The proposed drawing correction filed on is: a)D approved b)^ disapproved. 



12)0 The oath or declaration is objected to by the Examiner. 



Priority under 35 U.S.C. § 119 

13) 12 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0- 

a)l3AII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.12 Certified copies of the priority documents have been received in Application No. 09/112,219 . 
3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemafional Bureau (PCT Rule 1 7.2(a)). 
* see the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 



15) 12 Notice of References Cited (PTO-892) 

16) 12 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



18) □ Interview Summary (PTO-413) Paper No(s). 

19) □ Notice of Informal Patent Application (PTO-152) 

20) 0 Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 01-01) 
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Application/Control Number: 09/694,575 Page 
Art Unit: 1762 

DETAILED ACTION 

Claim Objections 

1. The numbering of claims is not in accordance with 37 CFR 1 .126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When claims are 
canceled, the remaining claims must not be renumbered. When new claims are presented, they 
must be numbered consecutively beginning with the number next following the highest 
numbered claims previously presented (whether entered or not). 
Misnumbered claims 12-21 been renumbered 27-36. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and usino it in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains,'or with which it is most nearly connected, to make and ase the same and shall set forth the best mode 
contemplated by the inventor of carrj'ing out his invention. 



3. Claims 21 and 26 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a method of manufacturing a coating film using a 
compound that comprises a chlorosilyl group or an alkoxysilyl group, does not reasonably 
provide enablement for silanes other than these. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the invention commensurate in scope with these claims. 

The specification as originally filed does not support a coating with a silane that is 

described as a perfluoroalkyl alkyl. 
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4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 17 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appHcant regards 
the invention. 

a) Claim 1 7: the examiner assumes that the applicant meant alkoxysilyl group in the 
third line; otherwise the claim makes no sense. 



Reissue Applications 

6. Claims 21 and 26 are rejected under 35 U.S.C. 251 as being based upon new matter 
added to the patent for which reissue is sought. The added material which is not supported by 
the prior patent is as follows: 

Claim 21: non-wetting 
primer layer 
perfluoroalkyl alkyl 
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Allowable Subject Matter 

7. Claims 12-16, 18-20, 22-25, 27-36 are allowed. 

8. Claim 1 7 would be allowable if rewritten to overcome the rejection(s) under 3 5 
U.S.C. 112, second paragraph, set fonh in this Office action and to include all of the limitations 
of the base claim and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable subject matter: 
The prior art does not disclose nor suggest a method of manufacturing a fluorocarbon 
coating film on a vehicle part, apparatus or other substrate by means of contacting the 
hydroxyl-containing substrate with a nonaqueous solvent comprising a material with 
chlorosilyl groups to form a siloxane film, and then coating the siloxane film with either a 
compound containing fluorocarbon groups and a chlorosilyl group, or a compound 
containing fluorocarbon groups and an alkoxysilyl group, either compound being in a 
nonaqueous solvent. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erma C. Cameron whose telephone number is 703-308-2330. 
The examiner can normally be reached on 8:30-6:00, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Shrive Beck can be reached on 703-308-2333. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3599 for regular 
communications and 703-872-9475 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661 . 

^ Erma C. Cameron 

C C^i/vA*'^^''^ Primary Examiner 

E^ERON A. unit .762 
PRIMARY EXAMINER 

June 17, 2001 



